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DETAILED ACTION 

Status of Claims 

1 . Claims 8-12 are currently under examination, wherein all the claims have been 
newly added in applicant's amendment filed on January 15, 2009. Claims 1-7 have 
been cancelled in the same amendment. Applicant's affirmation of the election without 
traverse of Invention I, Claims 1-4 in the reply filed on January 15, 2009 has been 
acknowledged. 

Status of Previous Rejections 

2. The previous rejections of claims 1-4 under 35 U.S.C. 103(a) as stated in the 
Office action dated July 17, 2008 have been withdrawn in light of applicant's 
amendment filed on January 15, 2009. 

Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

3. Claims 1 1 and 1 2 are rejected under 35 U.S.C. 1 1 2, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Claim 11 and 12 are indefinite because they depend on cancelled claims 1-3. 
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Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. Claims 8-1 2 are rejected under 35 U.S.C. 1 03(a) as being unpatentable over JP 
06-065647 A in view of JP 2003-268435 A. 

With respect to claims 8-12, JP ('647 A) discloses a cold rolled steel sheet 
comprising by weight (abstract) less than 0.003% of C, less than 0.1% of Si, 0.05-0.4% 
of Mn, less than 0.05% of P, less than 0.05% of S, less than 0.004% of N, 0.02-0.1 % of 
Ti, less than 0.06% of Al, 0.002-0.04% of Nb, 0.0001-0.001% of B and the balance of 
Fe and inevitable impurities. 

JP ('647 A) does not disclose the steel sheet comprises La+Ce+Nd as claimed in 
the instant claim 1 . However, it is noted that the instant claim 1 does not limit the 
contents of La, Ce and Nd individually, indicating that there is no limitation of the 
presence of all the three elements. Therefore, it is the examiner's interpretation that the 
presence of any one of La, Ce or Nd in the claimed content range would meet the claim 
limitation of the content of La+Ce+Nd. JP ('435 A) discloses adding 0.0001-0.01 wt. % 
of Nd to thin steel sheets (abstract). It would have been obvious to one of ordinary skill 
in the art at the time the invention was made to add 0.0001-0.01 wt. % of Nd to the 
composition of JP ('647 A) as disclosed by JP ('435 A) in order to decompose the small 
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amount of dissolved oxygen and TiO n inclusion left in the steel melt after the Ti 
deoxidation as disclosed by JP ('435 A) (abstract). 

JP ('647 A) does not limit the types of Ti and Al as claimed. However, it would 
have been obvious to one of ordinary skill in the art to use claimed acid soluble Ti and 
Al with an expectation of success, because JP ('647 A) discloses the same utility of all 
types of Ti and Al. The content ranges of the elements of JP ('647 A) in view of JP 
('435 A) overlap the claimed content ranges of the elements respectively. Therefore, a 
prima facie case of obviousness exists. See MPEP 2144.05 I. 

JP ('647 A) in view of JP ('435 A) does not disclose the structures and properties 
of the steel sheet as claimed in the instant claims 8-10. However, it has been held 
where the claimed and prior art products are identical or substantially identical in 
structure or composition, or are produced by identical or substantially identical 
processes, a prima facie case of either anticipation or obviousness has been 
established; see In re Best, 562 F.2d 1252, 1255, 195 USPQ 430, 433 (CCPA 1977), 
MPEP 21 1 2.01 [R-3] I. In the instant case, the claimed and JP ('647 A) in view of JP 
('435 A)'s steel sheets are identical or substantially identical in composition and are 
produced by identical or substantially identical processes, therefore a prima facie case 
of obviousness exists. The same complex oxides, the same oxysulfites, the same 
T4C2S4, the same average grain size of recrystallized grains, the same aspect ratio of 
the recrystallized grain size and the same elongation would be expected in the steel 
sheet of JP ('647 A) in view of JP ('435 A) as in the claimed steel sheet. 
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Response to Arguments 

5. The applicant's arguments filed on January 15, 2009 have been fully considered 
but they are not persuasive. 

First, the applicant argues that JP ('647 A) is directed to a twice cold rolling and 
twice annealing process while the instant invention is carried out with only one cold 
rolling and one annealing. In response, the examiner notes that even though the 
product claims 8-12 are limited by and defined by the process, determination of 
patentability is based on the product itself. JP ('647 A) in view of JP ('435 A) discloses a 
steel sheet, which reasonably appears to be only slightly different than the respective 
claimed products in claims 8-12. A rejection based on section 103 of the status is thus 
eminently fair and acceptable. See MPEP 211 3. Furthermore, it is noted the process as 
disclosed by JP ('647 A) is substantially identical to the process of the instant invention. 
The twice cold rolling and twice annealing process of JP ('647 A) obviously includes the 
one cold rolling and one annealing process of the instant invention. 

Second, the applicant argues JP ('647 A) does not disclose the structures and 
properties of the steel sheet as claimed. In response, the examiner notes the application 
of In re Best, 562 F.2d 1252, 1255, 195 USPQ 430, 433 (CCPA 1977), as stated above 
renders the rejection proper and maintained. 

Third, the applicant argues that JP ('435 A) does not disclose the S and Ti 
contents as claimed. In response, the examiner notes that the ground of rejections of 
the claimed S and Ti contents relies on the teaching of JP ('647 A) rather than that of JP 
('435 A). 
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Fourth, the applicant argues that JP ('435 A) does not disclose an annealing step 
after the cold rolling step. In response, see examiner's response to applicant's 1 st 
argument above. 

Conclusion 

6. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See M PEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Weiping Zhu whose telephone number is 571-272-6725. 
The examiner can normally be reached on 8:30-16:30 Monday to Friday. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Roy King can be reached on 571-272-1244. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/George Wyszomierski/ 
Primary Examiner 
Art Unit 1793 

WZ 

4/6/2009 



